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DETAILED ACTION 

Continued Examination UndetS 7 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including die fee set forth in 37 
CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.1 14. 
Applicants' submission filed on 12/21/2009 has been entered. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for aU obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set fortii in Gra/&^z;!??v./o;&«D^^^ Co., 383 U.S. 1,148USPQ459 (1966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) 
are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skiU in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or nonobviousness. 

3. Claims 1-15, are rejected under 35 USC 103 (a) as being obvious over FORSBERG (US 
PATENT 4094801), and in view of ROTHON ET AL. (US PATENT 5461101), and in view of 
CRAWFORD (EP0288296), and in view of YOUNG (GB1061161), and further in view of 
MAGYAR (US PATENT 5851961). 

Regarding claims 1-3^ and 5-15: 
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FORSBERG teaches additives for lubricants and fuels that consists of magnesium- 
containing liquid dispersion composition by mixing: (A) (metal base) at least one of 
magnesium hydroxide, magnesium oxide, hydrated magnesium oxide, or a magnesium 
alkoxide; (B) (surfactant) an oleophilic organic reagent comprising at least one carboxyHc 
acid, a mixture thereof with at least one sulfonic acid, or an ester or alkali metal or alkaline 
earth metal salt of the same; (C) water; and (D) at least one organic solubilizing agent for 
component B (abstract; col. 1 line 10 - col. 2 line 10; see also claim 1). Materials useful as 
component D include substantially inert, normally Uquid organic diluents (col. 5 lines 55-56). 
Non-polar compounds or mixtures of compounds such as kerosene, mineral oil, and 
alkylbenzenes are examples of liquid diluents (liquid fuel) (col. 6 lines 5-16). Component B 
is at least one oleophilic reagent comprising any of several t5^es of organic acidic 
compounds or salts or esters thereof. The aliphatic substituents usually contain a total of at 
least about 12 carbon atoms. Among the suitable reagents are the carboxyUc and sulfonic 
acids. The preferred compounds for use as component B are the sulfonic and carboxyUc 
acids, especially those having an equivalent weight of about 300-500 (surfactant has a 
molecular weight of less than about 1000). The sulfonic acids that are preferred are 
expressed for alkylaromatic sulfonic acids and more particularly for alkylbenzenesulfonic 
acids (hydrocarbyl substituted benzene sulphonic acid). Still another object is to provide 
magnesium-containing compositions useful as greases (wherein the composition is a grease), 
as detergent additives for lubricants or as corrosion inhibitors (demulsifier) (col. 2 Unes 4-8). 
Examples 1-4 are particularly useful for employing in a variety of lubricants based on diverse 
oils of lubricating viscosity, including natural and synthetic lubricating oils and mixtures 
thereof (col. 13 Unes 30-45). Magnesium hydroxide, 233 parts, is added to 600 parts of the 
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alkylbenzenesulfonic acid of Example 1. The mixture is heated gradually to about 80°C over 
about 2 hours, whereupon a gel forms. A 602-part portion of the resulting gel is diluted with 
200 parts of toluene. The solution is centrifuged and the toluene removed by blowing with 
nitrogen at 160-170°C (EXAMPLE 4; see EXAMPLES 1-18). 

FORSBERG does not explicitly teach that the mean particle size ranging from 1 5 
nanometers to about 1 micrometer, the organic medium containing less than about 2 wt % 
of water, the dispersion has a solid content from about 15 wt % to about 84 wt %, and 
grinding the slurry. 

However CRAWFORD, ROTHON ET AL. and YOUNG do. 

CRAWFORD teaches in TABLE 2 that the water content is 2.6 (w/w) % (page 5). 

ROTHON ET AL. teaches in col. 3 In 53-56, millin g to produce slurry containing 
magnesium hydroxide particles with an average particle size of 0.3-1 .9 microns, which 
overlaps the claimed range (metal base with a mean particle size ranging from 15 
nanometers to about 1 micrometer). 

YOUNG teaches slurries of lose fluid properties and even grinding of its solid 
component as by ball miUs (pg. 1 lines 60-64); and that the organic fuel oil having dispersed 
therein at least 40% by weight, based on the total weight of the dispersion (pg 1 lines 65-85; 
also see claim 1). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the composition of FORSBERG; by incorporating the water content of 
CRAWFORD, the metal base with a mean particle size of ROTHON ET AL., and the 
dispersed content, grinding and miUing technique of YOUNG. 
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The motivation would have been to provide complexes in liquid or solid form, and 
are useful as additives for lubricants and fuels and as protective coating compositions for 
metal surfaces (such as automotive undercoats and frame coatings) as taught by 
FORSBERG (abstract). 

Therefore, the invention as a whole would have been prima fade obvious to one of 
ordinary skiU in the art at the time the invention was made. 

Regarding claim 4: 

Modified FORSBERG does not explicitly teach the HLB for surfactants; however 
MAGYAR does. MAGYAR teaches lubricity agent for water/ oil dispersion compositions 
were the surfactant has a HLB value of about 10 to about 19 (col. 1 lines 64-65). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the composition of FORSBERG; by incorporating the surfactant HLB 
value of MAGYAR. 

The motivation would have been to provide complexes in Uquid or soUd form, and 
are useful as additives for lubricants and fuels and as protective coating compositions for 
metal surfaces (such as automotive undercoats and frame coatings) as taught by 
FORSBERG (abstract). 

Therefore, the invention as a whole would have been prima facie obvious to one of 
ordinary skiU in the art at the time the invention was made. 

Response to Arguments 

Applicant's arguments filed 12/21/2009 have been fully considered. The current 
amendments to claim 1 necessitated the newground(s) of rejection; SIM was withdrawn and 
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ROTHON et al. was applied to the rejection of claims 1-15. Therefore applicant's 
arguments are moot. 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to CHANTEL GRAHAM whose telephone number is (571)270-5563. The 
examiner can normally be reached on M-Th 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Marcheschi can be reached on 571-272-1374. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, caU 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/CHANTEL GRAHAM/ 
Examiner, Art Unit 1797 

/Ellen M McAvoy/ 

Primary Examiner, Art Unit 1797 



